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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-14, 20- 21 and 28-32 are drawn to a program controller, classified in class 700 
subclass 1. 

II. Claims 15-19 is drawn to licensed usage of content, classified in class 705 subclass 59. 

III. Claim 22-26 are drawn to authorized user, classified in class 726 subclass 1 . 

IV. Claim 27 is drawn to billing software, classified in class 705 subclass 34. 

2. Inventions I, II ,111 and IV are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, inventions I-IV each have a separate utility such as a license (II), user 
authorization (III) and billing software (IV) the combination as claimed in invention I does 
not require the particulars of the subcombination as claimed in invention II-IV such as a 
benefit. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 
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4. Examiner notes that is would be a burden to search multiple inventions given their separate 
status in the art as noted above. 

5 . The requirement is deemed proper and therefore made FINAL. 

6. Via paper filed on April 4, 2009 a provisional election was made without traverse to 
prosecute the of Invention I, claims 1-14, 20- 21 and 28-32. Affirmation of this election 
must be made by applicant in replying to this Office action. Claims 15-19, and 22-27 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected invention. 

7. Claims 1-14, 20-21 and 28-33 have been examined. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8. Claims 1-14, 20-21 and 28-33 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

9. Claims 1-14, 20-21,29 and 3 1-33 are "software per se" the claimed "structure" of the 
invention is composed entirely of software (e.g. controller, interface) and as such is non- 
statutory. 

10. Examiner notes that Applicant states "the program controller being in the form of 
software" at page 11, line 23 of the specification filed on November 11, 2003. 
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1 1 . Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure per se held nonstatutory). Such claimed data structures do not 
define any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention which permit the data structure's functionality to be 
realized. (MPEP 2106.01 -FUNCTIONAL DESCRIPTIVE MATERIAL: "DATA 
STRUCTURES ") 

12. Claim 28 is rejected under 35 U.S.C. §101 because the claimed invention is directed to 
non-statutory subject matter. Based on Supreme Court precedent (See also Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787- 
88 (1876)) and recent Federal Circuit decisions, a §101 process must (1) be tied to 
another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. In addition, 
the tie to a particular apparatus, for example, cannot be mere extra-solution activity. 
See In re Bilsku 88 USPQ2d 1385 (Fed. Cir. 2008). 

13. An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. 

14. To meet prong (1), the method step should positively recite the other statutory class 
(the thing or product) to which it is tied. This may be accomplished by having the 
claim positively recite the machine that accomplishes the method steps. Alternatively 
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or to meet prong (2), the method step should positively recite identifying the material 
that is being changed to a different state or positively recite the subject matter that is 
being transformed. 

15. In this particular case, claim 28 fails prong (1) because the "tie" (e.g. a hardware 
module ) is representative of extra-solution activity . Additionally, the claim(s) fail 
prong (2) because the method steps do not transform the underlying subject matter to a 
different state or thing. 

16. Claim 30 is rejected under 35 U.S.C. § 101 because the claimed invention is directed to 
non- statutory subject matter. 

17. An electromagnetic data signal is non-statutory subject matter. In re Nuijten, 500 F.3d 
1346 (Fed. Cir. 2007). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

18. Claims 10 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



19. Claims 10 and 1 1 are indefinite because they are a hybrid claims. In particular, the 
claim 1 appears to be directed to neither a "process" nor a "machine," but rather embraces 
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or overlaps two different statutory classes of invention. Evidence to support an 
interpretation that claims 10 and 11 are a product is (1) the preamble which states "A 
program controller" and (2) the body of the claim which recites "a modular system." 
Alternatively, evidence that indicates the claim is directed to a process or method is the 
body of the claim which recites "copying all of part of the program (authorizing in 
the instance of claim 1 1)" Because of this conflicting evidence, it is unclear if claim 1 is 
a product or process claim. See the 35 U.S.C. §101 rejection above. See MPEP 
§2173.05(p) II or Ex Parte Lyell, 17 USPQ2d 1548 (B.P.A.I. 1990). For prior art purposes, 
the Examiner interprets the claim as being drawn to a product claim. 

20. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention, there is insufficient antecedent basis for the claimed term "the module" 
Claims 31 and 33 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
in that it fails to point out what is included or excluded by the claim language. These 
claims are omnibus type claims. 

21 . Claim 20 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention, this claim fails to further limit the scope of the invention. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

22. Claims 1-14,20-21 and 28-33 are rejected under 35 U.S.C. 102(b) as being unpatentable 
over Katz et al (US Patent 5,926,624). 

23. As per claim 1, 

Katz ('624) discloses a program controller arranged for use with a modular system, and 
arranged to manage a program for use with a replaceable hardware module of the modular 
system, the module being a customer-replaceable part, the controller being arranged to 
manage the program automatically,(Column 11, lines 1-31) according to an agreement 
between a supplier and a customer,(Abstract) and according to a stored history of use of 
the hardware module. (Column 8, lines 19-27) 

Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)).The claimed features of 
"arranged to manage" etc.. fails to limit the claimed invention. 



24. As per claim 2, 

Katz ('624) discloses the program of claim 1, 

the history being stored on the module. (Column 8, lines 19-27) 
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25. As per claim 3, 

Katz ('624) discloses the program controller of claim 1 

arranged to be part of a shelf controller for managing modules in the form of cards for 
carrying out functions of a network element for a telecommunications network. (Figure 4) 
Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 

26. As per claim 4, 

Katz ('624) discloses the program controller of claim 1 

the program controller being arranged to determine an identity of the system and check it 
is authorized for use with that system. (Column 14, line 28; discussion of "digital 
signature protocol") 

Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 



27. As per claim 5, 

Katz ('624) discloses the program controller of claim 1 
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the history comprising a program identifier of a program previously loaded on the module. 
(Column 8, lines 19-27) 



28. As per claim 6, 

Katz ('624) discloses the program controller of claim 1 

the history comprising a licence identifier of a program previously loaded on the module. 
(Column 8, lines 19-27) 



29. As per claim 7, 

Katz ('624) discloses the program controller of claim 1 

arranged to be located remotely from the system, and coupled to the system by a 
communications link. (Figure 4) 

Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 



30. As per claim 8, 

Katz discloses the program controller of claim 1, arranged to maintain an inventory record 
of identities and relationships of modules, programs, and licence information for a given 
customer. (Column 14, line 28; discussion of "digital signature protocol") 
Examiner notes that while features of an apparatus may be recited either structurally or 
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functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 

3 1 . As per claim 9, 

Katz ('624) discloses the program controller of claim 1 

arranged to determine any changes in modules, at initialization, and to check the 
configuration of any newly coupled modules. (Column 14, line 28; discussion of "digital 
signature protocol") Examiner notes that while features of an apparatus may be recited 
either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function alone (MPEP 2214; In re 
Swineheart, 169 USPQ 226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 

As per claim 10, 

32. Katz ('624) discloses the program controller of claim 1 

the managing comprising copying all or part of the program to the module at initialization. 
(Column 14, line 28; discussion of "digital signature protocol") 



33. As per claim 11, 

Katz ('624) discloses the program controller of claim 1 
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the managing comprising authorizing all or part of the program for the module at 
initialization. (Column 15, line 63 - column 17, line 24) 



34. As per claim 12, 

Katz ('624) discloses the program controller of claim 1 

the history comprising an indication of which systems the module has been coupled to. 
(Column 14, line 28; discussion of "digital signature protocol") 



35. As per claim 13, 

Katz ('624) discloses the program controller of claim 1 

the program having license information indicating a capability licensed, the program 
controller being arranged to configure the program according to the capability licensed. 
(Column 14, line 28; discussion of "digital signature protocol") 

Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 



36. As per claim 14, 

Katz ('624) discloses the program controller of claim 1 
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the program having license information indicating license expiry information. (Column 14, 
line 28; discussion of "digital signature protocol") 



37. As per claim 21, 

Katz ('624) discloses the program controller of claim 20 
having an interface for coupling to a remote server to pass 

information for a supplier to maintain an inventory of programs and modules. (Figure 4) 
Examiner notes that while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function alone (MPEP 2214; In re Swineheart, 169 USPQ 
226; In re Schreiber, 44 USPQ2d 1429 (Fed. Cir. 1997)). 

Claims 28-33 are in parallel with the above rejected claims and are rejected for at least 
the same reasons. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN M. WINTER whose telephone number is (571)272- 
6713. The examiner can normally be reached on M-F 8:30-6, 1st Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Calvin Hewitt can be reached on (571) 272-6709. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 

JMW 

/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



